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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-17 and 19-23 are still rejected under 35 U.S.C. 103(a) as being unpatentable 
over Sugiura et al (6,378,415) in combination with either Goda et al (6,506,868) or Goda et al 
(6,525,160). 

Applicants' arguments filed 17 November 2006 have been fully considered but they are 
not persuasive. As previously set forth, Sugiura et al ["Sugiura"] discloses improving the 
durability of a coating layer formed on the sliding surfaces between two members such as the 
shoes and the swash plate in a compressor. The coating layer comprises a resin material 
containing metallic particles being formed on at least one of the sliding surfaces. Examples of 
suitable resin materials include epoxy resins, phenolic resins, furan resins, polyamideimide 
resins, fluororesins such as PTFE and other resins. Mixtures of resins may also be used. See 
colunm 4, lines 2-9. Examples of metallic particles include solid lubricants such as molybdenum 
disulfide and graphite. See column 3, Hues 49-57. The sliding component of the claims, which 
may be used as the swash plate in a compressor, differs by including a silane-modified resin in 
the coating layer. However, such silane-modified resins are known in the art as evidenced by the 
Goda et al ["Goda"] references as effective in coating compositions. 
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The Goda references disclose silane-modified epoxy resins, silane-modified polyimide 
resins, silane-modified polyamideimide resins and silane-modified phenol resins which may be 
used in various applications. Goda teaches that the silane-modified resins have greatly improved 
heat resistance, mechanical strength, and the like, and also have the conflicting properties of 
satisfying flexability and high elongation rate at the same time. Goda teaches that the silane- 
modified resins may contain various additives such as solvents, fillers, mold releasing agents, 
stabilizers, and the like, and may be used for various applications such as sealing materials, 
laminates, heat-resistant coating compositions, heat-resistant adhesives, and as coatings for 
electric and electronic materials and the like. Having the prior art references before the inventors 
at the time the invention was made it would have been obvious to the skilled artisan to have 
followed the teachings of the prior art and to have used the silane-modified resins of Goda in the 
coating compositions of Sugiura to produce a coating having improved heat resistance, 
mechanical strength and satisfying flexability. 

Applicants argue that: 

. .the Office Action has not pointed to any proper motivation to combine Sugiura with 
either of the Goda references. The Office Action states that 'it would have been obvious 
to one skilled in the art to use the silane-modified resins of Goda in the coating 
compositions of Sugiara.' Applicant respectfiiUy submits that, in general, a coating for 
the sliding surface of a compressor cannot be used for coating the sliding surface of a 
compressor until it has all the characteristics of seizure prevention, abrasion resistance 
and adhesion to a base member. The cited Goda references do not disclose that silane- 
modified epoxy resin has abrasion resistance and adhesion. Accordingly, there is nothing 
that would lead one one skilled in the art to look fi-om Sugiara to either of the Goda 
references or that the combination would even work." 
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This is not deemed to be persuasive because the Goda references broadly teach that the alkoxy- 
containing silane-modified epoxy resins of the invention can be used for various applications 
without any restriction. See column 6, lines 42-44, of Goda ('160). The prior art also teaches 
that when using the silane-modified epoxy resins for various applications, other epoxy resins 
may be used in combination depending upon the application. See column 6, lines 48-50. As 
previously set forth, the silane-modified epoxy resin compositions of Goda may be used as 
coating compositions. It has been held that it is prima facie obvious to combine two 
compositions each of which is taught by the prior art to be useful for the same purpose, here as 
coating compositions for metal substrates, in order to form a third composition to be used for the 
very same purpose.... [T]he idea of combining them flows logically from their having been 
individually taught in the prior art." In re Kerkhoven. 626 F.2d 846, 850, 205 USPQ 1069, 1072 
(CCPA 1980). Thus the examiner maintains the position that it would have been obvious to the 
skilled artisan to have used the silane-modified epoxy resins set forth by Goda in the coating 
compositions taught by Sugiara. 

THIS ACTION IS MADE FINAL. Applicants are reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
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the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ellen M. McAvoy whose telephone number is (571) 272-1451. 
The examiner can normally be reached on M-F (7:30-5:00) with alt. Fridays off 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glenn Caldarola can be reached on (571) 272-1444. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




EMcAvoy 
January 28, 2007 



